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REMARKS 

Reconsideration is requested. 

Claims 1-74, 76-78 and 80 have been canceled, without prejudice, to advance 
prosecution. 

The recitation of the claimed complements have been revised to recite the 
specific sequences, and claim 81 has been amended to recite the specific sequences 
which were part of the claims from which the unamended claim depended. Claims 86 
and 87 have been amended to further identify the recited type- and subtype-specific 
amino acid residues. Claims 86 and 87 recite the inclusion of at least 12 contiguous 
nucleotides, which finds support, for example, at page 8, line 2, of the specification. No 
new matter has been added. The amendments are not believed to raise new issues 
requiring further search and/or consideration. New claims have not been added. Entry 
of the claims will, at a minimum, reduce the issues for appeal, as described below. 
Entry of the amendments is requested. 

The Examiner is again requested to return a completely initialed copy of page 1 
of PTO 1449 Forms which were filed May 4, 2001 , and of which a partially initialed copy 
was received with the Office Action of October 6, 2003. Specifically, the Examiner has 
executed the entirety of the Form and included her initials in the column to the left of the 
listed "U.S. Patent Documents" and "Foreign Patent Documents". The Examiner has 
not however included her initials in the left column next to the listed "Other Documents". 
The applicants last made a similar request on September 2, 2004 and included a copy 
of the previously-received PTO 1449 Form for the Examiner's information. Return of a 
completely initialed copy of the PTO 1449 Form is requested. 
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Claims 75, 79 and 81-87 are pending. Upon entry of the present Amendment, 
claims 75, 79, and 81-87 will be pending. 

The Section 112, second paragraph, rejection of Claims 75, 79 and 81-87 is 
obviated by the above amendments. Entry of the present Amendment will, at a 
minimum, reduce this issue for appeal. The amended claims do not refer to the 
previously objected-to "at least 5 nucleotide" although the applicants believe the 
unamended claims are definite in this regard. Moreover, the claims have been 
amended to refer to " the " complement of specific sequences, which is believed to 
obviate the Examiner's concerns regarding the recitations of complements in the 
unamended claims. 

The Examiner is urged to appreciate that the nucleotides encoding the amino 
acids recited in claim 86 and 87 are not "random ... polynucleotide primers" as 
suggested by the Examiner on page 2 of the Office Action dated April 1 1 , 2005. Rather, 
the recited amino acids were identified as amino acids unique to the claimed HCV 
sequences and which are not present in any of the amino acid sequences identified 
prior to the filing of the priority application. The identification of the recited amino acids 
involved alignment of multiple HCV amino acid sequences, including sequences of the 
art, and screening for amino acids present in the HCV sequences of the present 
invention but not present in prior published HCV sequences. See , Figures 2, 4 and 6 of 
the present application. 

The recited "12 contiguous nucleotides" will be understood by one of ordinary 
skill in the art to require, regardless of the reading frame, a fragment of at least 3 
consecutive amino acid sequences, of which there is one of those specified in claims 86 
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and 87. The remaining nucleotides encoding the additional at least 2 amino acids are 
also not random as they are (i) part of a sequence encoding a HCV polyprotein and (ii) 
occur at a specified position in the HCV sequence relative to the sequence encoding the 
amino acid specified in claims 86 and 87 (i.e., at least 12 contiguous nucleotides). 

The at least 3 (and up to at least 4) amino acids encoded by the polynucleic 
acids of claims 86 and 87 are necessarily encoding a part of at least 3 (and up to at 
least 4) consecutive amino acids of an HCV polyprotein of which at least 1 amino acid is 
unique to the HCV type or subtype as specified in claims 86 and 87. There is the 
possibility of 2 consecutive or non-consecutive amino acids unique to a given HCV type 
or subtype in the same fragment, e.g., V2652 and Q2653 for HCV type 7, or Q2752 and 
D2754 of HCV type 11. 

The claims are submitted to be definite. Entry of the above and withdrawal of the 
Section 112, second paragraph, rejection of claims 75, 79 and 86-87 are requested. 

The Section 112, first paragraph "written description", rejection of claims 86 and 
87 "and claims 81-85 in as far as they read on [sic, depend from ?] claims 86 and 87" is 
obviated by the above amendments which have been made in response to the 
Examiner's statement on page 3 of the Office Action dated April 1 1 , 2005, that "Claims 
directed to these specific SEQ ID NO's [SEQ ID NO: 1 , 3, 5 etc. odd numbers to 105, 
and sequences encoding SEQ ID NO:1 07-207 which correspond to specific portions of 
HCV genomic sequences that fall within certain subtypes] would meet the written 
description provisions of 35 USC 112, first paragraph." Moreover, as the Examiner has 
apparently based, at least in part, the Section 112, first paragraph, rejection on the 
alleged indefiniteness of claims 86 and 87 ( see , page 2, last paragraph, of the Office 
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Action dated April 1 1 , 2005), and the Section 112, second paragraph, rejection has 
been obviated by the above, withdrawal of the Section 112, first paragraph, rejection is 
requested. 

Entry of the present Amendment and withdrawal of Section 112, first paragraph 
"written description", rejection of claims 81-87 are requested. 

The Section 102 rejection of claims 81-87 over Houghton (U.S. Patent No. 
5,350,671) is obviated by the above amendments. The amended claims do not refer to 
the "short polynucleotide sequences" which are believed to have been the basis for the 
rejection. See, page 3 of the Office Action dated April 1 1 , 2005. 

Attached is a 24 page comparison of relevant parts of the sequence of Figure 66 
of the cited Houghton et al reference as compared with Figures 2, 4 and 6 of the 
present application. The attached further illustrates that the sequence of Houghton et al 
is identical to the HCV sequence occurring on top of each of the applicants sequence 
alignments. The Examiner will also appreciate that for the NS5B region, the amino acid 
numbering of Houghton et al differs with 1 integer from the amino acid numbering in 
Figure 6 of the present application. That is, for example, in claim 86, S2645 is listed as 
an amino acid unique to type 7, whereas the closest S in the NS5B sequence is 
Houghton is at position 2646. The numbering of the claims has been clarified by 
reference to Figures 2, 4 and 6. 

Entry of the present Amendment and withdrawal of the Section 102 rejection are 
requested. 
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The claims are submitted to be in condition for allowance and a Notice to that 
effect is requested. The Examiner is requested to contact the undersigned in the event 
anything further is required in this regard. 



BJS: 

901 North Glebe Road, 11th Floor 
Arlington, VA 22203 
Telephone: (703) 816-4000 
Facsimile: (703) 816-4100 



Respectfully submitted, 



NIXON & VANDERHYE P.C. 




^B. J. Sadoff 
Reg. No. 36,663 
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